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DETAILED ACTION 

1. This office action is responsive to the amendment on October 18, 2005; claims 1-13 are 
pending in this instant application. 

2. Applicant's arguments with respect to claims 1-4, 6, 10-13 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 1-4, 6, 10-12 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The specification as originally filed fails to provide support for the term 
"organic dopant" and new limitations ""wherein the silver halide grains comprise an organic 
dopant capable of trapping an electron inside of the grains : wherein the organic dopa nt is an 
organic compound comprising chalcogen or nitrogen; wherein the organic dopant is added after 
nucleus formation and during grain growth so that the organic dopant is inside the silver halide 
grains" in claim 1. See also the term "organic dopant" in claim 6. 

The applicants point out that "Claim 1 has further been amended to recite that the organic 
dopant is added after nucleus formation and during grain growth so that the organic dopant is 
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located inside the grains. Support for this amendment can be found at page 23, lines 6-15 of the 
application". 

Page 23, lines 6-15 discloses "Compounds, which provide these metal ions or complex ions, are 
preferably incorporated into silver halide grains through addition during the silver halide grain 
formation. These may be added during any preparation stage of the silver halide grains, that is, 
before or after nuclei formation, growth, physical ripening, and chemical ripening. However, 
these are preferably added at the stage of nuclei formation, growth, and physical ripening; 
furthermore, are preferably added at the stage of nuclei formation and growth; and are most 
preferably added at the stage of nuclei formation.". The terms such as "organic dopant", and 
"organic dopant capable of trapping an electron inside of the grains" and "organic dopant is an 
organic compound comprising chalcogen or nitrogen" are not found. Page 19, lines 14-15 
discloses, "electron trapping dopant is an element of compound"; and lines 18-22 disclose 
"Examples thereof includes chalogen or nitrogen organic or inorganic compound". 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1-4, 6, 10-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The scope of protection sought for "organic dopant" is 
indefinite since the specification fails clearly define the mete and bound thereof. 

7. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: there is no antecedent basis for the limitation: ""wherein the silver halide 
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grains comprise an organic dopant capable of trapping an electron inside of the grains; wherein 
the organic dopant is an organic compound comprising chalcogen or nitrogen; wherein the 
organic dopant is added after nucleus formation and during grain growth so that the organic 
dopant is inside the silver halide grains" in claim 1. See also the term "organic dopant" in claim 6 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-4, 6, 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over De 
Keyzer et al (US Patent No. 6,277,549) in view Fukui et al (US 2002/0102502) or Patent 
Specification 1 543 226 (PS'226). 

De Keyzer et al disclose a photothermographic material substantially as claimed. See the 
photothermographic material contains light-insensitive silver salt of an aliphatic carboxylic acid, 
photosensitive silver halide, a reducing agent for silver ions and binder column 14, lines 31-67; 
column 15, lines 1-67; column 16, lines 1-65; the silver halide grains are doped with an organic 
hole-traping dopant according to formula (10 and (II) in the abstract; the hole-trapping dopant 
incorporated in silver halide during the growth phase or step of the silver halide grains in column 
3, lines 56-64; the silver halide grains including silver chloride, silver bromide, silver iodide and 
silver bromoiodide in column 8, lines 19-43; silver halide grains having grains size between 
0.01 to 1.5 in column 10, lines 24-32, the amount of organic hole-trapping dopant in amount of 
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10" 8 to 1CT 2 mole per mole of silver of silver in column 7, lines 12-20; and the reducing agent 
bisphenols in column 16, lines 30-40. 

Fukui et al column 38, claim 1, 11; pages 23, Example 1, [241] to [0273] to pages 24, 26; 
Table 1, samples 7-9, 14-16 discloses a photothermographic material containing silver halide, 
silver salt of an aliphatic carboxylic acid, reducing agent and the compound of formula (1) of the 
present claimed invention. PS 5 226 discloses the bisphenols as reducing agent for silver ions on 
page 15. 

De Keyzer et al fails to specifically discloses the bisphenols of formula (I) claimed in the 
present claimed invention, but this bisphenols compound have been known in Fukui et al and 
PS' 226. Therefore, it would have been obvious to the worker of ordinary skill in the art at the 
time the invention was made to known bisphenols reducing agent taught in either Fukui et al or 
PS'226 as reducing for silver ions taught in De Keyzer et al, and thereby provide a material as 
claimed. The ratio S B /S A <_ 0.2 present in the claims is considered as functional limitation, and 
the material obtained by the combination of the applied prior art would produce such ratio when 
developed similar condition. 

10. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over De Keyzer et 
al (US Patent No. 6,277,549) in view Fukui et al (US 2002/0102502) or Patent Specification 1 
543 226 (PS'226) as applied to claims above, and further in view of EP'0962812A1 (EP 5 812). 
EP'812 discloses silver salt of a fatty acid having average equivalent sphere diameter of 0.1 
micron to 0.8 micron and an average thickness of 0.01 micron to 0.20 micron which provide a 
photothermographic material with excellent antifogging and image stability. It would have been 
obvious to the worker of ordinary skill in the art at the time the invention was made to use silver 
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salt of fatty acid having grain size taught in EP'812 for same reason, and thereby provide a 
material as claimed. 

11. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being obvious over Takiguchi et al 
(US 2003/0203323) in view of Fukui et al (US 2002/0102502) or Patent Specification 1 543 226 
(PS '226). Takiguchi et al discloses the electron traping dopants such as organic compounds 
comprising ntitrogen atom in page 4, [0065] and page 5, 0075]. Fukui et al column 38, claim 1, 
11; pages 23, Example 1, [241] to [0273] to pages 24, 26; Table 1, samples 7-9, 14-16 discloses 
a photothermographic material containing silver halide, silver salt of an aliphatic carboxylic acid, 
reducing agent and the compound of formula (1) of the present claimed invention. PS' 226 
discloses the bisphenols as reducing agent for silver ions on page 15, formula (II). It would have 
been obvious to the worker of ordinary skill in the art at the time the invention was made to use a 
known reducing agent taught in Fukui et al or PS '226 as reducing agent for silver ions taught in 
Takiguchi et al, and thereby provide a material as claimed. 

The applied reference has a common inventor with the instant application. Based upon the 
earlier effective U.S. filing date of the reference, it constitutes prior art only under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not an invention "by another"; (2) a showing of a date of 
invention for the claimed subject matter of the application which corresponds to subject matter 
disclosed but not claimed in the reference, prior to the effective U.S. filing date of the reference 
under 37 CFR 1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the 
application and reference are currently owned by the same party and that the inventor named in 
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the application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer in 
accordance with 37 CFR 1.321(c). This rejection might also be overcome by showing that the 
reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 
103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 



Double Patenting 

12. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornurn, 686 
F.2d937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

13. Claims 1-4, 6, 10-13 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1, 15, 17 of copending 
Application No. 10/379,779 in view of Fukui et al (US 2002/0102502) or Patent Specification 1 
543 226 (PS'226). The invention claimed in the present invention and that claimed in the 
copending application differs in the use of reducing agent of formula (1), but this reducing agent 
has been known in Fukui et al (US 2002/0102502) or Patent Specification 1 543 226 (PS'226). 
Therefore, it would have been obvious to the worker of ordinary skill in the art at the time the 
invention was made to known bisphenols reducing agent taught in either Fukui et al or PS'226 as 
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reducing for silver ions claimed in the copending application, and thereby provide same 
invention. 

This is a provisional obviousness-type double patenting rejection. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (571) 272-1328. The 
examiner can normally be reached on 9 AM-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia H. Kelly can be reached on (571)272-1526. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Tchea 

December 29, 2005 



Thorl Chea 
Primary Examiner 
Art Unit 1752 



